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DETAILED ACTION 
Response to Arguments 

Applicant's arguments filed 10/04/2007 have been fully considered but they are 
not persuasive. 

First, the Applicant states that Albarada et al fails to teach placing a microvalve in 
an integrated circuit, and that Vaitkus et al. concerns an inapposite field of an electrical 
microswitch wherein the Applicant's claimed device is in the field of a microvalve 
locatable in a fluid flow path. 

In response to applicant's argument that Vaitkus et al. is nonanalogous art and 
fails to remedy the deficiency of Albarada et al., it has been held that a prior art 
reference must either be in the field of applicant's endeavor or, if not, then be 
reasonably pertinent to the particular problem with which the applicant was concerned, 
in order to be relied upon as a basis for rejection of the claimed invention. See In re 
Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, Albarada et al. 
is discloses a microvalve (electrical device) locatable in a flow path while Vaitkus et al. 
is used to show that electrical devices can be on the same substrate as an integrated 
circuit as acknowledged by Applicant [remarks 03/01/2007, page 6 last paragraph]. The 
combination of the two references yields an actuator locatable in a flow path that is 
located on the same substrate as an integrated circuit. 

Second, the Applicant states Albarada et al. fails to teach an actuator locatable in 
a fluid flow path having a membrane capable of maintaining at least three positions. 
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In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., the membrane is capable of maintaining at least three positions) are not recited in 
the rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). Claims 1, 12 and 21, merely states that 
"the membrane is capable of moving through a first position, a second position and an 
intermediate position". This does not require the membrane to be stable in all three 
positions, but only to pass through them. As Albarada et al. is switch on and off, it 
passes through an intermediate position with allows partial fluid flow. 

Third, the Applicant states Biegelsen et al. fails to teach an actuator locatable in 
a fluid flow path having a membrane capable of maintaining at least three positions. 
In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., the 
membrane is capable of maintaining at least three positions) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). Claims 1, 12 and 21, merely states that 
"the membrane is capable of moving through a first position, a second position and an 
intermediate position". This does not require the membrane to be stable in all three 
positions, but only to pass through them. As Biegelsen et al. is switch on and off, it 
passes through an intermediate position with allows partial fluid flow 
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Fourth, Applicant states that the Prior Art of record fails to teach that the 
microvalve is CMOS compatible. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., a specific structure or claim language to define the microvavle as being CMOS 
compatible) are not recited in the rejected claim(s). Although the claims are interpreted 
in light of the specification, limitations from the specification are not read into the claims. 
See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Albarda 
et al. [US 5,029,805] in view of Vaitkus et al. [US 2006/0044088]. 

Albarda et al. disclose a valve arrangement [figure 2] comprising: a single 
substrate [1] upon which is fabricated a membrane [3] and a membrane activating 
member [11, 12] wherein the membrane is capable of moving between a first position, a 
second position and an intermediate position, in the first position, the membrane 
inhibiting fluid flow through the fluid flow path and a second position, the membrane 
enabling fluid flow through the fluid flow path, in the intermediate position, the 
membrane enabling partial fluid flow through the fluid flow path [as Albarada et al. is 
switch on and off, it passes through an intermediate position with allows partial fluid 
flow]; and the membrane activating mechanism being capable of moving the membrane 
between the first position, the second position, and an intermediate position [figure 2, 
column 5, lines 28-51]. It has been held that the recitation that the element is "capable 
of" performing a function is not a positive limitation but only requires the ability to so 
perform. It does not constitute a limitation in any patentable sense. In re Hutchinson, 
69 USPQ 1338. 

Albarda et al. fails to teach that there is an integrated circuit on the substrate. 

Vaitkus et al. discloses that a mem switch can be integrated on the same 
substrate with other electrical devices [figure 12, paragraph 66]. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to integrate the mem switch of Albarda et al. on the same substrate 
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with other electrical devices in order to reduce the size of the overall apparatus 
[paragraph 66] 

Claims 1-7 and 10-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Biegelsen et al., figure 11 [US 6,123,316] in view of Albarda et al. [US 5,029,805] 
and further in view of Vaitkus et al. [US 2006/0044088]. 

Claims 1-2, 12 and 14, Biegelsen et al., figure 11, discloses an actuator for a 
microvalve [figure 11] comprising: a substrate assembly [202, 214] upon which is 
fabricated a membrane [242] and an electromagnetic membrane activating member 
[216] wherein the is capable of moving between a first position, a second position and 
an intermediate position, in the first position, the membrane inhibiting fluid flow through 
the fluid flow path and a second position, the membrane enabling fluid flow through the 
fluid flow path, in the intermediate position, the membrane enabling partial fluid flow 
through the fluid flow path [as Biegelsen et al. is switch on and off, it passes through an 
intermediate position with allows partial fluid flow]; and the membrane activating 
mechanism being capable of moving the membrane between the first position, the 
second position, and an intermediate position positions [figure 11, column 12, line 56- 
column 13, line 11]. It has been held that the recitation that the element is "capable of 
performing a function is not a positive limitation but only requires the ability to so 
perform. It does not constitute a limitation in any patentable sense. In re Hutchinson, 
69 USPQ 1338. 

Biegelsen et al., figure 11, disclose everything claimed except the substrate 
assembly being formed of a single substrate [1]. 
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Albarda et al. discloses a microvalve formed from a single substrate. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use a single substrate to form the substrate assembly of 
Biegelsen et al., figure 1 1 , in order to simpify fabrication. 

Biegelsen et al. in view of Albarda et al. fails to teach that that there is an 
integrated circuit on the substrate. 

Vattkus et al. discloses that a mem switch can be integrated on the same 
substrate with other electrical devices [figure 12, paragraph 66]. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to integrate the mem switch of Biegelsen et al., as modified, on the 
same substrate with other electrical devices in order to reduce the size of the overall 
apparatus [paragraph 66] 

Claim 3, Biegelsen et al., figure 11, discloses the substrate assembly including an 
orifice [226]. 

Claims 4-7, Biegelsen et al., figure 11, discloses the use of a convex bistable 
membrane [figure 11, column 12, line 56-column 13, line 11]. 

Claims 10-11, the specific energy applied to the actuator and the time to full 
activation would have been obvious design considerations based on the necessary 
operating times and working environment. 

Claim 13, the specific process used to form the substrate would have been 
obvious to one of ordinary skill in the art at the time the invention was made based on 
the specific environment of intended use. 
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Claims 8-9, 14-17 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Biegelsen et al., figure 11, as applied to claims 1 and 12 above, and 
further in view of Biegelsen et al., figure 12 and Roshen et al. [US 5,475,353]. 

Biegelsen et al., figure 11, disclose everything claimed except the membrane 
being located between a permanent magnet and the electromagnetic force generator. 

Biegelsen et al., figure 12, discloses placing the membrane between a permalloy 
poled region [215, column 13, lines 12-42] and the electromagnetic actuator. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the poled region of Biegelsen et al., figure 12, in Biegelsen 
et al., figure 1 1 , for the purpose of controlling response time. 

Roshen et al. disclose the use of at least one permanent magnet [28] with 
electromagnetic microactuators [18] arranged to provide latching without induced force 
[abstract]. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use permanent magnets for the poled magnetic region of 
Biegelsen et al., as modified, for the purpose of maintaining bistable operation. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bernard Rojas whose telephone number is (571) 272- 
1998. The examiner can normally be reached on M and W-F, 5:30-3:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Elvin G. Enad can be reached on (571) 272-1990. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





